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DETAILED ACTION 



1 . This action is in response to the original filing of January 1 2th, 2004. Claims (1 - 
21) are pending and have been considered below. 



Claim Objections 



2. Claim 21 objected to because of the following informalities: "21. The system as 
set forth in claim 1 .... " Note Claim 1 is a Method and Claim 15 is a System. The 
examiner assumes that this is a typographic error and that Claim 21 should have 
depended from Claim 15, and will so consider during the prosecution of this application. 
Appropriate correction is required. 



Double Patenting 

3. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993j; /n re Longi, 759 F.2d 887;^ USPQ 645 (Fed: Cir: 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
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be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 



4. Claims 1 , 8 and 15 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1 , 12 and 23 
respectively, of copending Application No.i 0/755831 . Although the conflicting claims 
are not identical, they are not patentably distinct from each other because the examiner 
contends that a report, whether it is called Monitor Report or Reference Note is still a 
report. Furthermore, the contents of both the reports are the same source reference 
data. , 

this is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

5. Claims 2, 9 and 16 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 4, 15 and 26 
respectively, of copending Application No.i0/755831. 

This is a provisional obviousness-type double patenting rejection because the. 
conflicting claims have not in fact been patented. 
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6. Claims 3, 10 and 17 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 5, 16 and 27 
respectively, of copending Application No. 10/755831. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

7. Claims 4, 1 1 and 18 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 6, 17 and 28 
respectively, of copending Application No. 10/755831. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

8. Claims 5, 12 and 19 is provisionally rejected on the ground of nonstatutory 

■ > - • . • • • . - . - , 

obviousness-type double patenting as being unpatentable over claim 1, 8 and 15 

respectively, of copending Application No. 10/755831. 

This is a provisional obviousness-type double patenting rejection because the 

conflicting claims have not in fact been patented. 

9. v Claims 6, 13 and 20 are provisional ly. rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable overclaims 7, 18 and 29 
respectively, of copending Application No.10/755831. 
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This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 



Claim Rejections - 35 USC § 103 

10. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

.(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to' which said subject matter pertains. . 
Patentability shall not be negatived by the manner in which the invention was made. 

1 1 . Claims 1-21 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Jacobson (US 6735701 B1 ) in view of TechSmith Corp. (Snaglt User's Guide). 

Claims 1 , 8 and 15: Jacobson discloses a method and system for monitoring 
activities of a person (...system for monitoring network user compliance... 
Abstract), 

• capturing and recording on a computer readable medium one or more 
source reference data items corresponding to said selected content (i.e. 

J ; policy recommendations* including metadata, col 6 lines 23-24); 

• automatically generating a reference note containing said recorded source 
reference data items (i.e. policy compliance and reporting, col 1 1 lines 7-9 
and Fig. 30). 
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but does not disclose how the content is transferred from one computer resource 
to another computer resource and other related features. However, TechSmith 
Corp. discloses a method and a system (Snaglt program on a computer) for 
transferring content from one computer resource to another computer resource 
(i.e. "a screen capture process ... gives you the ability to manipulate, alter, save 
and use the capture of numerous tasks", see p. 2). Furthermore: 

• receiving from a user a first insertion point (i.e. a "Send Mail" output 
options see p. 26) or replacement area from a first user interface (Output 
Menu, see p. 25) to a destination computer resource (i.e. the email 
program, see p. 26), said insertion point or replacement area being user- 
selected (see p. 25 line 3); 

• providing a source user interface to a user-selected source computer 
resource upon user command (i.e. an Image capture, see p. 39-40); - 

• receiving a user selection of content (i.e. Input Menu, p. 5) to be 
transferred from said source user interface to said first insertion point or 
replacement area (i.e. Output Menu, p. 5) ; 

• automatically copying said selected content to a transfer buffer (i.e. Snaglt 
prepares image for different file formats in memory,, see p. 29); 

■ Therefore,, it would have been obvious to one haying ordinary skill in the art at 
the time of this invention to provide the transferring content from one resource to 
another (i.e. copying images from web page to local storage, etc.), in Jacobson. 
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One would be motivated to provide this feature to improve productivity of network 
users. 

Claims 2, 9 and 16: Jacobson and TechSmith Corp. disclose a method, system 
and media for monitoring activities of a person transferring content from one 
computer resource to another computer resource, as in claims 1 , 8 and 15 
above. Furthermore, TechSmith Corp. discloses capturing a source identifier 
selected from the group of a file name, a path name, a folder name, a server 
..■ name, a Uniform Resource Locator, and a network address, (i.e. DirectX: select 
automatic file name... p. 22). Therefore, it would have been obvious to one 
having ordinary skill in the art at the time of this invention to provide automatic 
capture of metadata of the content, in Jacobson. One would be motivated to 
provide this feature, automatically capture metadata of any content transfer, to 
users and administrators to improve their productivity. 

Claims 3, 10 and 17: Jacobsori and TechSmith Corp. disclose a method, system 
and media for monitoring activities of a person transferring content from one 
computer resource to another computer resource, as in claims 1 , 8 and 1 5 
,: above. Furthermore, TechSmith Corp. discloses capturing a system time, a 
system date, or both a system time and date (i.e. ...to include the time and 
date... p. 31). Therefore, it would have been obvious to one having ordinary skill 
in the art at the time of this invention to provide automatic capture of system time 
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and date, in Jacobson. One would be motivated to provide this feature to help 
users and administrators to document (time stamp) content transfers by network 
users. 

Claims 4, 1 1 and 18: Jacobson and TechSmith Corp. disclose a method, system 
and media for monitoring activities of a person transferring content from one 
computer resource to another computer resource, as in claims 1 , 8 and 15 
above. Furthermore, TechSmith Corp: discloses capturing an author identifier 
(i.e. ...to include .... other system data... p. 31). Therefore, it would have been 
obvious to one having ordinary skill in the art at the time of this invention to 
provide automatic capture of author identity, in Jacobson. One would be 
motivated to provide this feature to help users and administrators to monitor and 
analyze content transfers by network users. 

Claim 5, 12 and 19: Jacobson and TechSmith Corp. disclose a method, system 
and media for monitoring activities of a person transferring content from one 
computer resource to another computer resource, as in claim 1, 8, 15 above. 
Furthermore, Jacobson discloses a method for capturing user identifier (i.e. ... 
notifying a network user..., col 2 lines 20-24). 



Claims 6, 13 and 20: Jacobson and TechSmith Corp. disclose a method, system 
and media for monitoring activities of a person transferring content from one 
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computer resource to another computer resource, as in claims 1 , 8 and 15 
above. Furthermore, TechSmith Corp. discloses capturing a publication date (i.e. 
...to include ... other system data... p. 31). Therefore, it would have been 
obvious to one having ordinary skill in the art at the time of this invention to 
provide automatic capture of publication date, in Jacobson. One would be 
motivated to provide this feature to help users and administrators to monitor and 
analyze content transfers by network users. 

Claim 7, 14 and 21 : Jacobson and TechSmith Corp. disclose a method, system 
and media for monitoring activities of a person transferring content from one 
computer resource to another computer resource, as in claim 1,8,15 above. 
Furthermore, Jacobson discloses a method for ...generating a note selected form 
a group ... (i.e..-,.. collects information on documents in the system..., col 11 
lines 27-34 and Fig. 5). 



Conclusion 

12. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

a. Berstis et al. (US 2005/01 5501 7 A1 ) discloses a system and method for 
automatic natural language translation during information transfer 
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b. Chen et al. (US 2004/025021 5 A1 ) discloses a system and method for 
content transfer between program entities 

c. Dornbush et al. (US 6,773,266 B1 ) discloses a method for implementing 
collaborative training and online learning over a computer network and related 
techniques 

d. Ginter et al. (US 2006/0224903 A1 ) discloses a system and methods for 
secure transaction management and electronics rights protection 

e. Maggio (US 2006/028231 9 A1 ) discloses a method and system for 
substituting media content 

, f. Maggio et al. (US 2006/0253330 $A) discloses a method and system for 
.... automatically substituting media content 

g. Orchier et al. (US 6,070,244) discloses a computer network security 
management system 

h. Spagna et al. (US 6,587,837 B1) discloses a method for delivering electronic 
content from an online store 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Anil N. Kumar whose telephone number is (571) 270- 
1693, The examiner can normally be reached on Mon-Fri EST (Alternate Fridays off). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Myhre can be reached on (571) 272-6722. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000, 



ANK 

1/18/2007 



^^frifes Myhre 
Supervisory Primary Examiner 



